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DETAILED ACTION 
Response to Arguments 

Applicant's arguments, filed 9/29/06, with respect to the rejection(s) of claim(s) 1- 
1-18 under 35 U.S.C. 102(e) and 35 U.S.C. 103(a) have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. However, upon further 
consideration, a new ground(s) of rejection is made in view of U.S. patent 6,970,189 by 
Bernstein et al. and U.S. patent 6,967,675 by Ito et al. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

1) Claims 1, 2, 4, 5, 7 and 8 are rejected under 35 U.S.C. 102(e) as being 
anticipated by U.S. patent 6,970,189 by Bernstein et al. 

2) Regarding claim 1 , Bernstein teaches a portable device which records, in a 
recording medium, an image to be transmitted to a server via a communication device, 
the server providing image service, the portable device comprising: a service 
information input device which inputs, from the communication device, service 



information about said image service provided by said server; and a recording device 
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which records the image based on the inputted service information in the recording 
medium (Column 5, lines 42-52). 

3) Regarding claim 2, Bernstein teaches the portable device according to claim 1, 
wherein the recording device records the service information together with the image in 
the recording medium (Column 6, lines 46-56). 

4) Regarding claim 4, Bernstein teaches the portable device according to claim 1, 
wherein the input device inputs service content information indicating the content of the 
image service, and wherein the recording device records the service content information 
together with the image (Column 6, lines 46-56). 

5) Regarding claim 5, Bernstein teaches the portable device according to claim 1 , 
further comprising: an image-capturing device which captures an image, wherein the 
recording device converts the captured image to an image based on the service 
information and records the image in the recording medium (Column 5, lines 42-52). 

6) Regarding claim 7, Bernstein teaches the portable device according to claim 1, 
wherein the service information input device reads service information recorded in the 
recording medium and inputs service information (Column 5, lines 42-52). 

7) Regarding claim 8, Bernstein teaches the portable device according to claim 1 , 
wherein the service information input device inputs said service information from said 
communication device one of wirelessly and via a wire (Column 2, line 61 - Column 3, 
line 9). 



Claim Rejections - 35 (JSC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8) Claims 3, 6 and 19 rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. patent 6,970,189 by Bernstein et al., and further in view of U.S. patent 6,967,675 
by Ito et al. 

9) Regarding claim 3, Bernstein does not teach the portable device according to 
claim 1 , wherein the input device inputs server identifying information for specifying the 
server together with the service information, and wherein the recording device records 
the server identifying information together with the image. 

Ito teaches the portable device according to claim 1 , wherein the input device 
inputs server identifying information for specifying the server together with the service 
information, and wherein the recording device records the server identifying information 
together with the image (Column 7, lines 52-61; Figure 3). 

Bernstein and Ito are combinable because they are both from the image 
communication field of endeavor. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to combine Bernstein with Ito to add specifying a server to send 
images to. The motivation for doing so would have been to have "access to the server" 
of the user's choice (Column 7, line 61). Therefore it would have been obvious to 
combine Bernstein with Ito to obtain the invention as specified by claim 3. 
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10) Regarding claim 6, Bernstein teaches the portable device according to claim 1 , 
further comprising: the recording device converts an image read from the image 
recording device to an image based on the service information, and records the image 
in the recording medium (Column 5, lines 42-52). 

Bernstein does not teach an image reading device which reads an image from an 
image recording device for recording an image. 

Ito teaches an image reading device which reads an image from an image 
recording device for recording an image (Column 8, lines 13-21). 

Bernstein and Ito are combinable because they are both from the image 
communication field of endeavor. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to combine Bernstein with Ito to add a server reading an image. 
The motivation for doing so would have been to "execute a transmission process" 
(Column 8, lines 15-16). Therefore it would have been obvious to combine Bernstein 
with Ito to obtain the invention as specified by claim 6. 

11) Regarding claim 19, Bernstein does not specifically teach the portable device 
according to claim 1 , wherein said image service provided by said server comprises at 
least one of a printing service for printing said images and a distribution service for 
distributing said image. 

Ito teaches the portable device according to claim 1 , wherein said image service 
provided by said server comprises at least one of a printing service for printing said 
images and a distribution service for distributing said image (Column 1 1 , lines 33-48). 
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Bernstein and Ito are combinable because they are both from the image 
communication field of endeavor. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to combine Bernstein with Ito to add a printing service. The 
motivation for doing so would have been "to provide print service of image files" 
(Column 1 1 , line 50). Therefore it would have been obvious to combine Bernstein with 
Ito to obtain the invention as specified by claim 19. 

12) Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
patent 6,970,189 by Bernstein et al. 

Bernstein does not specifically teach the portable device according to claim 1 , 
wherein when specification is made within a permissible range regarding an aspect 
ratio, the number of pixels, compressibility, or a file size that is included in the service 
information, the recording device automatically selects one of a maximum value and a 
minimum value within the permissible range, and records an image based on the 
selected service information in the recording medium. 

Examiner takes official notice. It is well known in the art to store image files at a 
minimum allowable level when storage space is a concern (such as the storage space 
of a mobile device). 
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12) Claims 10,11 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. patent 6,970,189 by Bernstein et al., and further in view of U.S. patent 
6,307,591 by Yoshida et al. 

13) Regarding claim 10, Bernstein does not specifically teach the portable device 
according to claim 1 , further comprising: a specifying device which allows a user to 
specify service information including a predetermined aspect ratio, the number of pixels, 
compressibility, or a file size within a permissible range when specification is made 
within the permissible range regarding service information including a predetermined 
aspect ratio, the number of pixels, compressibility, or a file size, wherein the recording 
device records an image in the recording medium according to service information 
specified by the user. 

Yoshida teaches the portable device according to claim 1 , further comprising: a 
specifying device which allows a user to specify service information including a 
predetermined aspect ratio, the number of pixels, compressibility, or a file size within a 
permissible range when specification is made within the permissible range regarding 
service information including a predetermined aspect ratio, the number of pixels, 
compressibility, or a file size, wherein the recording device records an image in the 
recording medium according to service information specified by the user (Column 7, 
lines 1-6). 

Bernstein and Yoshida are combinable because they are both from the camera- 
imaging field of endeavor. 
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It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to combine Bernstein with Yoshida to add user specification of 
service information. The motivation for doing so would have been so that specifications 
are "selected by the user" (Column 7, line 3). Therefore it would have been obvious to 
combine Bernstein with Yoshida to obtain the invention as specified by claim 10. 
14) Regarding claim 11, Bernstein does not specifically teach the portable device 
according to claim 1 , further comprising: an input device which allows a user to specify 
conditions of recording an image, the conditions including an aspect ratio of a 
predetermined image, the numbers of pixels in vertical and horizontal directions of an 
image, compressibility for compressing and recording an image, or a file size of an 
image upon recording, wherein when recording conditions specified by the user are 
within a permissible range of the corresponding service information inputted from said 
communication device, an image based on the recording conditions specified by the 
user is recorded in the recording medium. 

Yoshida teaches the portable device according to claim 1, further comprising: an 
input device which allows a user to specify conditions of recording an image, the 
conditions including an aspect ratio of a predetermined image, the numbers of pixels in 
vertical and horizontal directions of an image, compressibility for compressing and 
recording an image, or a file size of an image upon recording, wherein when recording 
conditions specified by the user are within a permissible range of the corresponding 
service information inputted from said communication device, an image based on the 
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recording conditions specified by the user is recorded in the recording medium (Column 
7, lines 1-6). 

Bernstein and Yoshida are combinable because they are both from the camera- 
imaging field of endeavor. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to combine Bernstein with Yoshida to add user specification of 
service information. The motivation for doing so would have been so that specifications 
are "selected by the user" (Column 7, line 3). Therefore it would have been obvious to 
combine Bernstein with Yoshida to obtain the invention as specified by claim 1 1 . 
1 5) Regarding claim 21 , Bernstein does not specifically teach the portable device 
according to claim 1 , wherein said service information about said image service 
provided by said server comprises at least one of: format of the image such as an 
image recording format or an image format; an aspect ratio of the image or a 
permissible range of the aspect ratio; numbers of pixels in vertical and horizontal 
directions of the image or a permissible range of the numbers of pixels; and 
compressibility for compressing and recording the image, a file size of the image upon 
recording, or a permissible range of the compressibility or the file size. 

Yoshida teaches the portable device according to claim 1 , wherein said service 
information about said image service provided by said server comprises at least one of: 
format of the image such as an image recording format or an image format; an aspect 
ratio of the image or a permissible range of the aspect ratio; numbers of pixels in 
vertical and horizontal directions of the image or a permissible range of the numbers of 



Application/Control Number: 10/057,919 Page 10 

Art Unit: 2625 

pixels; and compressibility for compressing and recording the image, a file size of the 
image upon recording, or a permissible range of the compressibility or the file size 
(Column 7, lines 1-6). 

Bernstein and Yoshida are combinable because they are both from the camera- 
imaging field of endeavor. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to combine Bernstein with Yoshida to add user specification of 
service information. The motivation for doing so would have been so that specifications 
are "selected by the user 1 ' (Column 7, line 3). Therefore it would have been obvious to 
combine Bernstein with Yoshida to obtain the invention as specified by claim 21. 

16) Claims 12, 14-18 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. patent 6,970,189 by Bernstein et al., and further in view of U.S. 
patent 6,038,295 by Mattes. 

17) Regarding claims 12, 17 and 18, Bernstein teaches a receiving device which 
receives, from a server, service information about said image service provided by user; 
a service information output device which outputs the received service information to a 
portable device (Column 5, lines 42-52). 

Seki does not teach a mobile phone which is capable of performing voice 
communication, communicating information to a server for providing image service, and 
transmitting an image recorded in a loadable recording medium to the server; 
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transmitting device which transmits to the server the image read from the recording 
medium. 

Mattes teaches a mobile phone which is capable of performing voice 
communication, communicating information to a server for providing image service, and 
transmitting an image recorded in a loadable recording medium to the server; 
transmitting device which transmits to the server the image read from the recording 
medium (Column 8, lines 36-45). 

Bernstein and Mattes are combinable because they are both from the imaging 
field of endeavor. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to combine Bernstein with Mattes to add a cellular phone. The 
motivation for doing so would have been "so that photographic images may be obtain by 
the digital camera portion and transmitted via the telephone portion" (Column 8, lines 
39-41). Therefore it would have been obvious to combine Bernstein with Mattes to 
obtain the invention as specified by claims 12, 17 and 18. 

18) Regarding claim 14, Bernstein (as modified by Mattes) teaches the mobile phone 
according to claim 12, wherein the recording medium records service content 
information indicating service content of the image, together with the image, and 
wherein the transmitting device transmits service content information recorded in the 
recording medium to the server together with the image (Column 6, lines 46-56). 

19) Regarding claim 15, Bernstein (as modified by Mattes) teaches the mobile phone 
according to claim 12, wherein the service information output device records the 
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received service information in the recording medium and outputs the service 
information to the portable device via the recording medium (Column 6, lines 46-56). 

20) Regarding claim 16, Bernstein (as modified by Mattes) teaches the mobile phone 
according to claim 12, wherein the service information output device outputs the 
received service information to the portable device via one of a wireless communication 
device and a wired communication device (Column 2, line 61 - Column 3, line 9). 

21) Regarding claim 20, Bernstein does not teach the portable device according to 
claim 1 , wherein said communication device comprises a mobile phone. 

Mattes teaches the portable device according to claim 1 , wherein said 
communication device comprises a mobile phone (Column 8, lines 36-45). 

Bernstein and Mattes are combinable because they are both from the imaging 
field of endeavor. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to combine Bernstein with Mattes to add a cellular phone. The 
motivation for doing so would have been "so that photographic images may be obtain by 
the digital camera portion and transmitted via the telephone portion" (Column 8, lines 
39-41). Therefore it would have been obvious to combine Bernstein with Mattes to 
obtain the invention as specified by claim 20. 

22) Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
patent 6,970,189 by Bernstein et al., and further in view of U.S. patent 6,038,295 by 
Mattes and further in view of U.S. patent 6,967,675 by Ito et al. 
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Bernstein (as previously modified by Mattes) does not teach the mobile phone 
according to claim 12, wherein the recording medium records server identifying 
information for specifying the server, together with the image, and wherein the 
transmitting device transmits the image to a server specified according to server 
identifying information recorded in the recording medium. 

Ito teaches the mobile phone according to claim 12, wherein the recording 
medium records server identifying information for specifying the server, together with 
the image, and wherein the transmitting device transmits the image to a server specified 
according to server identifying information recorded in the recording medium (Column 7, 
lines 52-61; Figure 3). 

Bernstein (as previously modified by Mattes) and Ito are combinable because 
they are both from the image communication field of endeavor. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to combine Bernstein (as previously modified by Mattes) with Ito to 
add specifying a server to send images to. The motivation for doing so would have 
been to have "access to the server" of the user's choice (Column 7, line 61). Therefore 
it would have been obvious to combine Bernstein (as previously modified by Mattes) 
with Ito to obtain the invention as specified by claim 13. 



Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Benjamin O. Dulaney whose telephone number is (571) 
272-2874. The examiner can normally be reached on Monday - Friday (9am - 6pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Twyler Lamb can be reached on (571)272-7406. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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